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DETAILED ACTION 

1 . This action is responsive to communications: amendment filed 9/5/2007, to the original 
application filed 3/29/2001. The instant application claims a foreign priority date of 3/29/2000. 

2. Claims 1-48 pending. Claims 1, 6, 1 1, 13, 15, 17, 19, 21, 23, 26 are independent claims. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this title, if 
the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would 
have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1, 5-6, 10-23, 26, 29-48 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mayle et al. (hereinafter Mayle), U.S. Patent No. 6,542,936 issued April 2003, in view of 
Giannini et al. (hereinafter Giannini), U.S. Patent No. 7,062,454 issued June 2006. 

In regard to independent claim 1, Mayle teaches a method of creating an image display (i.e. a 
customized electronic postcard) (Mayle Abstract, column 2 lines 35-51). Mayle's customization process 
is a series of input screens associated with clickable tabs, said screens can be interpreted as a series 
(plurality) of templates, because each screen is specifically tailored to input and produce a piece of a final 
structured result (intermediate results are also displayed as a postcard is built) (Mayle column 8 lines 21- 
42, 60-67, Figures 6-17). In addition, a user can choose an image (i.e. a user image - "andrew2.gif") for 
insertion, accordingly (Mayle Figure 9-10). It is noted that no particular tab order is specified, therefore 
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when a photo is inserted (Figure 1 1 - after insertion, or at beginning), said photo is essentially inserted in 
all of the templates (including the final result) (compare with claim I "A template displaying method 
comprising the steps of: reading a user image and a plurality of templates each having an image insertion 
area for inserting the user image therein;"). 

Mayle teaches embodiments comprising the display of a "Baby Journal" and a "Family Album", 
which are forms of catalogs, typically comprising user images (Mayle column 13 lines 50 to column 14 
lines 12). 

Mayle does not specifically teach displaying the templates within said catalog along with user 
images, as well as inserting said user image within a template area. However, Giannini teaches a preview 
system comprising user submitted self image(s) inserted in a background template image(s), and 
displaying said template/user images as a form of catalog (Giannini Figure 16). It is noted that Giannini's 
images are composite images, comprising a user image(s) superimposed on a portion of various 
background images (i.e. beach, etc.), the various composite images concurrently displayed in catalog style 
accordingly. It is noted that although Giannini Figure 16 appears to show the same images, the intent is to 
showcase various products (i.e. sunglasses) under various backgrounds etc., therefore it is obvious to the 
skilled artisan that each composite image is essentially unique in some way (Giannini Figures 15, 16, 
column 13 lines 32-41, column 14 lines 8-25, column 18 lines 60-67, column 19 lines 1-17, 64-67, 
column 20 lines 1-30) (compare with claim 1 "inserting the user image in the image insertion area of 
each of the templates and generating a catalog of the templates each having the user image therein 
"concurrently displaying a plurality of the templates of the catalog and the user image", and "wherein 
each template within the catalog has a unique layout of its respective image insertion area within the 
template" ). It would have been obvious to one of ordinary skill in the art at the time of the invention to 
apply Giannini's display of user images to Mayle, so that each of Mayle's templates (with 
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background/user image(s)) can be displayed concurrently to a user for more concise inspection and 
customization, resulting in a more complete baby journal/family album. 

In regard to dependent claim 5, Mayle teaches various images available for choosing (as 
explained above) (see Mayle Figure 10). 

In regard to independent claim 6, claim 6 incorporates substantially similar subject matter as 
claimed in claim 1, and in further view of the following, is rejected along the same rationale. 
Mayle teaches a plurality of user images available for use (Mayle Figure 10). 

In regard to dependent claim 10, claim 10 incorporates substantially similar subject matter as 
claimed in claim 5, and is rejected along the same rationale. 

In regard to independent claim 11, claim 1 1 reflects the apparatus comprising computer 
readable instructions used for performing the method as claimed in claim 1, and is rejected along the same 
rationale. 

In regard to dependent claim 12, Mayle teaches a plurality of user images available for use 
(Mayle Figure 10). 

In regard to independent claim 13, claim 13 reflects the apparatus comprising computer 
readable instructions used for performing the method as claimed in claim 1, and in further view of the 
following, is rejected along the same rationale. 

Mayle teaches a plurality of user images available for use (Mayle Figure 10). 
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In regard to dependent claim 14, Mayle teaches a plurality of user images available for use 
(Mayle Figure 10). Mayle also teaches using a new template (Mayle Figure 17 items 1703a, 1703b). 

In regard to independent claim 15, claim 15 reflects the computer readable medium comprising 
computer readable instructions used for performing the method as claimed in claim 1 , and is rejected 
along the same rationale. 

In regard to dependent claim 16, Mayle teaches a plurality of user images available for use 
(Mayle Figure 10). 

In regard to independent claim 17, claim 17 reflects the apparatus comprising computer 
readable instructions used for performing the method as claimed in claim 1, and in further view of the 
following, is rejected along the same rationale. 

Mayle teaches a plurality of user images available for use (Mayle Figure 10). 

In regard to dependent claim 18, Mayle teaches a plurality of user images available for use 
(Mayle Figure 10). Mayle also teaches using a new template (Mayle Figure 17 items 1703a, 1703b). 

In regard to claims 19-20, claims 19-20 reflect the apparatus comprising computer executable 
instructions for performing the methods as claimed in claims 6, 10 respectively, and in further view of the 
following, are rejected under the same rationale. 

Mayle teaches its invention implemented using a server (Mayle column 2 lines 35-38). 
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In regard to claims 21-22, claims 21-22 reflect the apparatus comprising computer executable 
instructions for performing the methods as claimed in claims 6, 10 respectively, and in further view of the 
following, are rejected under the same rationale, 

Mayle teaches its invention implemented using a server (Mayle column 2 lines 35-38). 

In regard to independent claim 23, claim 23 incorporates substantially similar subject matter as 
claimed in claim 1, and is rejected along the same rationale. 

In regard to independent claim 26, claim 26 incorporates substantially similar subject matter as 
claimed in claim 1, and is rejected along the same rationale. 

5. Claims 29-48 are rejected under 35 U.S,C. 103(a) as being unpatentable over Mayle and, 
Giannini, and further in view of Ho-Ka-Go! English Homepage (hereinafter Ho-Ka-Go), Nippon 
Telegraph and Telephone Corporation, pages 1-5, last updated 3/26/1998. 

In regard to dependent claim 29, and similarly dependent claims 31, 33, 35, 37, 39, 41, 43, 

45, and 47, Mayle does not specifically teach a user image display area smaller than a display area for 
displaying the plurality of templates. However, Ho-Ka-Go teaches display areas of a plurality of 
templates and of a user image (Ho-Ka-Go page 3 item 5, and page 4 item 6, respectively). It is noted that 
the display area of the user image (item 6) is dimensionally smaller than the total display area of the four 
sample templates (item 5). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply Ho-Ka-Go to Mayle, providing Mayle the benefit of efficient use of display space to 
aid in user selection. 
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In regard to dependent claim 30, and similarly dependent claims 32, 34, 36, 38, 40, 42, 44, 

46, and 48, Mayle does not specifically teach a user image larger than an image insertion area. However, 
Giannini teaches an oblong template corresponding to the shape of a person's head. Since this template 
size can be superimposed onto a background image, said oblong template reflects the size of the insertion 
area within said background image. A user image head can then be reduced to fit said template (implying 
that the user image is originally larger than the insertion area (Giannini column 17 lines 43-48, column 1 8 
lines 5-10). It would have been obvious to one of ordinary skill in the art at the time of the invention to 
apply Giannini to Mayle, providing Mayle the benefit of scaling a person's image to fit various 
backgrounds accordingly. 



6. Claims 2-4, 7-9, 24-25, 27-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mayle and Giannini, as applied to independent claims 1 and 6 above, and further in view of 
Manolis et al. (hereinafter Manolis), U.S. Patent No. 6,583,799 issued June 2003. 

In regard to dependent claims 2, 3, 4, Mayle does not specifically teach lower resolution 
images and templates. However, Manolis teaches thumbnail generation (lower resolution) in association 
with a catalog display (Manolis column 7 lines 4-25). It would have been obvious to one of ordinary skill 
in the art at the time of the invention to apply Manolis's low resolution method to Mayle's and Ho-Ka- 
Go's images and template images, providing Mayle the benefit of thumbnail representations for a more 
complete catalog picture. 

In regard to dependent claims 7, 8, 9, claims 7, 8, 9 incorporate substantially similar subject 
matter as claimed in claims 2, 3, 4, and are rejected along the same rationale. 
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In regard to claims 24-25, claims 24-25 incorporate substantially similar subject matter as 
claimed in claims 2-4, and are rejected along the same rationale. 

In regard to claims 27-28, claims 27-28 incorporate substantially similar subject matter as 
claimed in claims 2-4, and are rejected along the same rationale. 

Response to Arguments 

7. Applicant's arguments filed 9/5/2007 have been fully and carefully considered but they are not 
persuasive. 

Applicant argues that Mayle does not teach "generating a catalog of the templates each having the 
user image therein". The examiner respectfully disagrees. Giannini teaches a preview system comprising 
user submitted self image(s) inserted in a background template image(s), and displaying said 
template/user images as a form of catalog, Giannini's teaching is applied to Mayle accordingly. Mayle 
can be reasonably interpreted as a plurality of templates because each screen is specifically tailored to 
input and produce a piece of a final structured result (intermediate results are also displayed as a postcard 
is built). 

Upon further examination, it has been determined that reference Ho-Ka-Go is not needed in some 
of the instant rejections. Giannini teaches at Figure 16 four composite template images. Although it may 
appear that said images are the same, the point of Figure 16 is to show "favorite" images of users 
"virtually" trying on various products, therefore the intention is to showcase different products on users 
with the possibility of showing different backgrounds, etc. 

The Ho-Ka-Go reference is still retained to show at least differing resolutions, etc. 
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Regarding Applicant's arguments on pages 4-5 of the amendment. It is respectfully noted that 
Giannini teaches inserting a plurality of "different" images (i.e. different sunglasses) onto an image, with 
possible differing backgrounds etc. (see Giannini at least Figure 1 6). 



Conclusion 

8. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Thomas Duong whose telephone number is (571) 272-4088. The examiner can normally be 
reached on 9:00 am - 5:30 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Doug 
Hutton can be reached on (571) 272-4137. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

9. Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer 
Service Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA) or 571-272-1000. 
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